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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^ Responsive to communication(s) filed on 21 April 2009 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4/21/09 
has been entered. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
States. 

Claims 7, 8, and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hayama (JP 1 1-157137). Note: The examiner has relied upon U.S. Patent # 6,532,078 
as an English translation of Hayama (JP 1 1-157137). 

As to claims 7 and 10, Hayama teaches in Fig. 2 a roll-shaped printing medium, 
T1, for use in a roll printer, comprising; a printing surface, the top surface of T1, on 
which one or more images are capable of being printed; a printing layer that is 
releasable adhered to a release layer, Col. 14 lines 5-13, the release layer for holding 
said printing layer, top surface of T1, wherein the releasably adhered printing layer, top 



Application/Control Number: 10/733,058 Page 3 

Art Unit: 2854 

surface of T1 , and the release layer are rolled together in a spiral shape for form a roll- 
shaped printing medium, as seen in Fig. 2. 

The examiner would like to point out that claim is directed towards a roll-shaped 
printing medium, where the preamble defines an intended use for that roll-shaped 
printing medium, i.e. to be used in a roll-printer. (Note that the printer is not part of the 
claimed combination, but rather a mere intended use.) Therefore, the language directed 
towards how the roll-shaped printing medium is to be used in the roll-printer reads as 
intended use, i.e. how the roll-shaped printing medium is to be cut and printed in the 
roll-printer. The structure of the prior art described above is capable of performing the 
intended use of the roll-shaped printing medium being used in a printer. Said 
differently, the roll-shaped printing medium of Hayama, if place in the intended use 
printer, will be capable of being cut and printed according to claim 7 and 10. 

As to claim 8, Hayama teaches in Fig. 2 a roll-shaped printing medium, T1, being 
used in a roll printer wherein said image forming portion, top surface of T1, extends 
substantially the entire longitudinal length of said print medium, T1, as seen in Figs. 
16A-C. 

Response to Arguments 

Applicant's arguments filed 4/21/09 have been fully considered but they are not 
persuasive. As described above in the rejection of claim 7 and 10, the language 
directed towards how the roll-shaped printing medium is cut in the "for use" recitation of 
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a printer, reads as intended use and the prior art of Hayama, insofar as recited 
structure, is capable of performing. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW G. MARINI whose telephone number is 
(571 )272-2676. The examiner can normally be reached on Monday-Friday 8:00 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on (571)-272-2258. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Matthew Marin i 
5/6/09 



/Judy Nguyen/ 

Supervisory Patent Examiner, Art Unit 2854 



